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! RESPONSE TO THE OFFICE ACTION 

I 2J Cj2jmLli2(Lhgv e bjmiagcM^dsailiSC^03 (^ B§ anticipated bv US Pate nt 

' Ap plication 7.004/0053673 A l (Mitral 

Tu with drawm* the Final Rejection under 35 USC 102(a), the PTO \m acknowledged 
that Mishra due* not actually anticipate the subject matter. In particular, the Office 
Action states: 

"Mishra does not explicitly disclose automatically providin B that, at least 
one Grsi symbol to the at least second display area but it would have been 
obvious. . .because it would offer the appearance and effect uf two distinct 
games being simultaneously played from a single wager. 
This assertion is not a statement of true obviousness, but is clearly a statement of how the 
PTO would reconstruct the claimed invention from a review of the claims. 

Additionally, the Patent. Office rejection states that "Applicant argues that Mishra does 
not disclose 'automatically providing that at least one symbol to the second display area.' 
In response to Applicant's arguments, the system of Mishra discloses a plurality of 
displays in a gaming device mat is capable of being used to match symbols from one 
display to another." This is also an untenable position. The differences between 
Mishraand the subject matter claimed ore more significantly different than the analysis 
| has provided. 

] ' For the play of the presently claimed invention to be created from the teachings of 

J' , Mishra, the fundamental and underlying purposes and play of Mishra must be totally 

i destroyed and eliminated. It is not merely a cluuige that is suggested in the play of 

J Mishra, but rather creation of a totally new game, with different ndes, with diflerent 

• relations between symbols, with different objectives and more. 

,! Mishra (e.g., Abstract) teaches a game with the play and purposes (emphasis added) as 

:| follows: 

'; . : «l-he apparatus may have a bousing with a microprocessor, a first garni ng 

display that displays at least one symbol from a fust set of symbols, 
wherein pralelennincd symbol displays provide a first award. There is 
a h„ a s^ond gaming d iir r 1n T jfea* ninf if**** H " nlav * « lc "' ut,e 
.,p«rat ft «vmhnl sri<*ted from » ™™ff svml.ols within the fust set of 
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symbols. ™- y»"»™ »nt>aratus V™"** " s*">nd wl/f when flit at 
jS ad owe separate symbol mar ^e* «i leant one symbol from among 
tHA gvmhol ur svmhnh display* -* m the first gaming display, 
The rejection tails to recognize the following substantive differences: 

1) Mishra randomly selects symbols from a first set of syuihols in a first display; 

2) Mishra then randomly selects a second gaming symbol from an undepleled 
identical first set of symbols. This selection must be from an undepleted first set 
or "matches'* would be impossible. 

3) The present invention always selects an identical one (or more) of the first symbols 
and places that exact same symbol into the second display. 

4) The performance of step diree completely and totally destroys the play of the 
Mishra game, with no objective motivation except to duplicate the claims in the 
present application. 

This approach to the rejection is in error fnmi at least two different legal perspectives as 
well as the factual perspective noted. 

It is long-standing patent Law and policy under 33 USC 103(a) that "...one skilled in 
u.e art would not modify the device [or in this case "process"] to make it unsuitable for 
its intended purpose." {In re Roscnfield, 130 (J.S.P.Q. 1 13) That is exactly what this 
rejection docs. Rather than allow practice of the random event symbol matching game 
of Mishra, (be rejection purports to effectively state thai any game that might include 
duplicate symbols, even wbfire the second symbol is not randomly selected and even 
where there is no award for a match, is obvious from the random matching game of 
Mishra. Thai is neither factually reasonable, nor scientifically of iu«Uie.naticalIy 
reasoned, It is a elf-serving baas of rejection without reasoned substance or teaching of 
die actual claimed subject matter. 

It is likewise long-standing Patent Law that it ".. .is impermissible within the 
framework of section 103 to pick and choose torn any me reference only so much of it 
as will support a given position, to the exclusion of other parts necessary to die full 
appreciation of what such reference Tan ly suggests... 1 ' In re Wcsslan, 35 F.2d238, 147 
U.S.P.Q. 298 (l l /72). In the present instance, die rejection asserts that there are two 
displays and even though Mishra absolutely must select symbols nuiilnmly on each 
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... __i from identical undeleted set, of symbols to enable that Mishra game u. work, the 
present claims cannot perform a game in that manner, a* at least one duplicate symbol is 
required to be placed in both Splays. Additionally, that step in the present claims 
destroys the underlying, pome play of Mishr« »s it requires a match, causing a -inning 
event in every single play of Mishra. That is not a wiring event that any casino in 
the world would place on the market, as player* would be required to. always win 
every wager. The proposed change in this rejection squires complete destruction of the 
invention of Mishra. 
This rejection is untenable. 

The following is a repetition of the underlying comparison of the claims wilh the 
Mishra reference that underlies the basis establhlriug lackof obviousness and 
identifying the different under 35USC103(a) argued herein. 

Mishra disclose only that the symbol provided in the *>™dary display is chosen from 
an initial set, not from the primmy display. Wc duplicate a soecifjc symbol from the 
primary display area symbol into a secondary display, and then each display is completed 
with additional symbols, and then separately analyzed for wins. We do NOT "match" 
symbols from one display to the nexl; io our invention, matching symbols from one 
display to another is in no part a way of resolving the ga»»e and/or paying lor wins. 



I It is respectfully submitted that the rejection does not show a clear miderstanding of 

> ' cither the play of the recited game or of the play of the Mishra game. The statements 

; nwdc iu the "Response to Arguments" have litde bearing on the actual issues or actual 

limitations in this rejection, 

j- ' .; Mishra's invention selects symbols from a symbol set, the symbols being 

} ■ displayed in a fust, array. An award is provided if the symbols in the first array match a 

| , • predetermined combination. A second array of (at least) one symbol selected Aomthe 

]• ^,„e symbol se t is also presented in a second aiwy If the symbol in the second array 

j matches a symbol hi the fust array, an award is provided. 
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Our invention as claimed duplicates one symbol from a first, array Q S QT THE 
SYMBOL S .KL but the ARRAY) inl» at least a second array. Additional symbols w* 
provided u. each array (the first array and tbe second array), and awards arc provided for 
predetermined winning combinations of symbols within each independently- evaluated 
array ft£T MATCHING a SYMBOL FRO M ONE ARRAY TO THE OTHER) . Our 
invention allows the player to make multiple bets to play multiple same games at once, 
therefore increasing the amount of mon ies wagered and the amount of profit for the 
casinos. Playing multiple games at once increases player anticipation and excitement, 
therefore attracting new players and/m keeping players at the machine for lunger periods 
of time, thereby again adding to the casinos revenues. 

NOTE THE SPECIFIC AND ABSOLUTELY CLEAR STATEMENT OF TIES 
GAME PLAY PROCESS IN THE THIRD FROM LAST PARAGRAPH AND THE 
LAST TWO PARAGRAPHS OF CLAIM 1: 

- _ _ .automatically providing ihat at least one first symbol to the at 
least second display area;" 

! : Mishra docs not automatically provide any sywbob from the at least one symbol 

j display tn the at least one symbol display, but randomly selects a symbol from the 

| set and puts the randomly selevied symbol into the second display. 

I. 

i; ; 

} The present invention Lhen requires the stcpa of: 

' . independently anJ randomly ^niftl svmbol display for each of 

ri 

j the first display area and the at least «g«ind display area: and 

j. oetermininij if winning events arc present in tbe first display area and Ike 

I- . at least second display area." 

I' ' Mishra provides a complete symbol display in tbe first area, then provides a complete 

| ' symbol display in the second area, and then compares the symbols displayed in the first 

| symbol display to the symbols displayed in the second symbol display to provide a 

i match. This is totally different from the recited process steps. Mishra has complete die 

! second symbol display immediaiely and cannot I* practices as completing tbe second 
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display area which was partially fm«l by sdecdng a symbol ftnm the first display 
area. 

The rejection asserts that "...the system of Mishra is capable of providing 
symbols lo Die second display as needed and said symbols are randomly displayed by the 
game." (Page 5, lines 9-11, Fin*! Action). This statement has no bearing on the 
limitations in the claim or the issues raised by Applicant in the response. 

Mishra does nut perform a step of "...automatically providing that at least one 
first symbol Ifrom the first display] to the at least second display area. Mishra 
randomJy selects a symbol from the symbol set (not the first array). If Mishra did that, 
the game would be played with a winning event always occurring in Mishra. This is 
because the winning event in Miahra is matching a symbol in the first display with a 
symbol in the first display. A* claim 20 requires that the second display contain a symbol 
selected from the first array, this would lead to the absurd event in Mishra (according to 
the iDtKrpreiaLkm placed cm it by the rejection) that the player would win in every event 
since there must be (according to claim 20) a symbol in the second display that matches 
at least one symbols in the first display. 

THE ABOVE SHOWS THAT THE READING OF CLAIM 20 JS IN 
ERROR AND THAI IT CANNOT BE TAUGHT BY THE MATCH SYMBOL 
EVENT OF MISHRA. 

The following cable literally compares the disclosure of Mishra with the claim language 
of this application (beginning with Claim I) to show the fact that the claimed subject 
matter is not anticipated. 



CLAIM 1 


MISHRA 


COMMENTS 


A method of playing a 
waaerinR name comprising: 


SAME 




a player placing a wager in 
a naming machine, 


SAME 




the gaming machine having 
more than one symbol 
display system comprising a 
first symbol display area 
and at least a second 
symbol display area: 

i 


The apparatus may hayc a 
housing with a 
microprocessor* a first 
gaming display that 
displays at least one symbol 
from a first set of symbols, 
wherein predetermined 
svmbol displays provide a 
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the first symbnl display area 
and the at lea*L a second 
display arc* displaying a 
plurality of symbols that are 
used lu determine winning 
evenly 



first award. There, is also a j 
second naming display thot 
coincideivtly displays at 
least one separate symbol 
selected from among 
symbols within the first set 

jjfsy mbolg- 

Tfirst gaining display that 
displays at. least one symbol 
from a first set of symbols, 
The Tust symbols are used 
in detennimiJgv/itming 
events. 



the fi™t display area 
providing at least one first 
symbol; 



automatically providing that 
at least one first symbol to 
die at least second display 
area; 



SAME 



.second gaming display 
that coincidently displays at 
least one separate symhul 
selected from among 
gymbols within <hc first set 
of symbols" Abstract 



independently and 
randomly completing 
symbol display for each of 
the first display area and the 
at least second display area; 
and 



Mishia randomly provides 
all symbols in die first 
display area, huMhcrc 
only a single symbol in the 
second display area. 



The claim requires that an 
actual symbol from the first 
area be transposed to the 
second area. Mishia clearly 
provides symbols to the 
second area, which can 
only randomly be similar 
to the first symbols, by fl 
random and "separate 
symbol selection]" ' 
THAT IS ION 
CONTRAST TO THE 

(1L AIM THAT 
REQUIRES at least one 
first symbol be provided 
to the second display- 
This is a process 
requirement, nni a 
circttps tgnlbij event 
It is impossible to provide 
a fu*t and only symbol in 
the second display area 
and then complete the 
symbol display as a 
separate step as recited in 
Oris claim. To complete 
the first symbol, 
additional symbols must 
be provided and Mishra 
jjfocloges si ngle matching. 
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detemdaing if winning 
events are present in the 
ftist display area and the at 
least sectmil display area. 



Mishra determines a 
winning event in the first 
display area and then mtist 
compare the single symbol 
in the second area with the 
firsi area to determine if a 
winning event occurs. 



s ymbol display^ 



Mlslu^ i'Annot have a 
winning event in only the 
sewmd area, but must 
combine analysis of the 
symbols in both areas to 
determine contribution to 
winning in the second 
ilUpla v area* - 



As can be seen (tarn the above description, there is a substantive difference between 
the disclosure of MUbm and the invention described in claim 1. U is dear that the -eon 
Wriu B symbol" diselosedhasbeen nusinterprcted as automatically transpose a 

first sy ,nbol displayed in the first display ateamust be displayed in the second display 
This is impossible in Mishra, as this wouldiequirc that every event, played under 
the rules Of Mishra would be a winning event, as there, would then always be a nffrfung 
symbol between the first display are. and the second display area. Mishra does not 
perform the limitation or the claim that a step is performed where: 

«. . .automatically providing that at least one first symbol to the at 
least second display area;. . ." 
Fvenifme tirctsymbol is subsequently provided to the sa^nd display atea, that event 
(which is nut required as in this clahn) would not enable practice of the next step rectted 
intheclata^ehi^^ 
seen nd display area: 

«. . .independently and randomly completing symbol display tor 
each of the first display area and ihe at least second display area; 
and,.." 

There is no random completion of symbols in both Ihe second area after the first symbol 
has heen provided to the second display area. I his is clear as there is no further 
completion of symbols in the second area as ihe bonus matching symbol is provided as a 
single step. In fact, the preferred embodiment of Mishra is to keep the second dtsplay 
are, active (no symbol disclosed) until the entire first set of symbol* has been shown 
(Abstract, Mishra). 
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As every claim in the application is dependent from claim 1 , and as claim 1 is 
clearly not anticipated, and every dependent claim is narrower in scope than claim 1 as a 
matter of regulations, no dependent claim can be anticipated. 

New Claim 21 includes all limitations of claim 1 and further limitations that show 
novelty over the teachings of Mishra, 

The rejection is clearly in error and must be withdrawn. 



PAGE 16117 1 RCVD AT 3/31/2008 4:44:58 PM [Eastern Daylight Time] 1 SVR:USPTO-EFXRF-6f43 * DNiS:2738300 1 CSID:952 832 9191 * DURATION (mnw$):02-56 



MPR-31-2008 16:02 



MRRKL I TMANASSOC 



952 832 9191 



P. 17 



2 



CONCLUSIO N 

The ration has been show to be in error and roust be withdrawn. 



On Behalf of the Applicant 
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